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Art Unit: 1644 

DETAILED ACTION 

1. Claims 252, and 265-277 are pending. 

2. The following new grounds of rejections are necessitated by the amendment filed 5/2 1/04. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

4. Claims 266-276 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The preamble "The antibody of claim 265" in claims 266-271 should have been "The 
antibody or antigen binding portion of claim 265". 

The "antibody is conjugated to a therapeutic or drug moiety" in claim 272 lacks 
antecedent basis in base claim 265. It is suggested that claim 272 be rewritten to "A conjugated 
antibody or antigen binding portion thereof of claim 265 wherein the antibody is conjugated to a 
therapeutic or drug moiety". 

"The antibody of claim 272" in claim 273 should have been "The conjugated antibody of 
claim 272..." 

"The antibody of claim 275" in claim 274 should have been "The conjugated antibody of 
claim 272..." 

"The antibody of claim 274" in claim 275 should have been "The conjugated antibody of 
claim 272..." 

"A kit comprising an antibody or fragment thereof in claim 276 has no antecedent basis 
in base claim 265 or 274. It is suggested that claim 276 be rewritten "A kit comprising the 
antibody or antigen binding portion thereof of claim 265 or 274 and instructions for use". 



5. The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in 
public policy (a policy reflected in the statute) so as to prevent the unjustified or improper 
timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
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Cir. 1993); In reLongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

6. Claims 252 and 265-277 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 43-66 of copending 
Application No. 09/829,495 and claims 26-29, 33-47, 53-54, 65-79 and 87-90 of 09/503,387. 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because of the following reasons. 

The instant claims are drawn to antibody or antigen binding portion thereof which 
immunospecifically binds to SEQ ID NO: 3, wherein the antibody or antigen binding portion 
thereof comprises: a) a variable heavy (W-l) complementary determining region (CDR) 1 
comprising the amino acid sequence of SEQ ID NO: 61 or an amino acid sequence of a VH 
CDR1 encoded by the CDNA insert of the plasmid deposited with the ATCC as patent deposit 
number PTA-2442; b) a VH CDR2 comprising the amino acid sequence of SEQ INO:62 or an 
amino acid sequence of a VH CDR2 encoded by the CDNA insert of the plasmid deposited with 
the ATCC as patent deposit number PTA-2442; c) a VH CDR3 comprising the amino acid 
sequence of SEQ ID NO: 63 or an amino acid sequence of a VH CDR3 encoded by the CDNA 
insert of the plasmid deposited with the ATCC as patent deposit number PTA-2442; d) a variable 
light (VL) CDRI comprising the amino acid sequence of SEQ ID NO:64 or an amino acid 
sequence of a VL CDRI encoded by the CDNA insert of the plasmid deposited with the ATCC as 
patent deposit number PTA-2442; e) a VL CDR2 comprising the amino acid sequence of SEQ ID 
NO:65 or an amino acid sequence of a VL CDR2 encoded by the CDNA insert of the plasmid 
deposited with the ATCC as patent deposit number PTA-2442; and f) a VL CDR3 comprising the 
amino acid sequence of SEQ ID NO:66 or an amino acid sequence of a VL CDR3 encoded by the 
CDNA insert of the plasmid deposited with the ATCC as patent deposit number PTA-2442 
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wherein the antibody is a monoclonal antibody (claim 266), a human antibody (claim 267), a 
humanized antibody (claim 268), a Fab fragment (claim 269), a F(ab')2 fragment (claim 270), an 
scFv (claim 271), the antibody is conjugated to a therapeutic or drug moiety (claims 272-273), the 
antibody is conjugated to a detectable substance (claims 274-275), a kit comprising said antibody 
(claim 276) and a pharmaceutical composition comprising said antibody and a pharmaceutical^ 
acceptable carrier (claim 277). 

Claim 55 of 09/829,495 recites an antibody or antigen-binding fragment thereof which 
immunospecifically binds to a TANGL268 antigen, wherein the antibody or antigen-binding 
fragment thereof comprises the variable heavy (VH) chain complementarity determining regions 
(CHCDR1, VHCDR2 and VHCDR3) and the variable light (VL) chain complementarity 
determining regions (VLCDR1, VLCDR2 and VLCDR3) comprising the following sequences: 
VHCDR1: SEQ ID NO: 61; VHCDR2 SEQ ID NO: 62; VHCDR3 SEQ ID NO: 63; VLCDR1 
SEQ ID NO: 64; VLCDR2 SEQ ID NO: 65 and VLCDR3 SEQ ID NO: 66 wherein the antibody 
is monoclonal (claim 56), a human antibody (claim 57), a humanized antibody (claim 58), a Fab 
fragment (claim 59), a F(ab')2 fragment (claim 60), an scFv (claim 61), the antibody is 
conjugated to a therapeutic or drug moiety (claims 62), the antibody is conjugated to a detectable 
substance (claims 63-64), a kit comprising said antibody (claim 65) and a pharmaceutical 
composition comprising said antibody and a pharmaceutical^ acceptable carrier (claim 66). 

Claim 26 of 09/503,387 recites a substantially purified non-human antibody or fragment 
thereof which specifically binds to a polypeptide of the amino acid sequence of SEQ ID NO: 3 or 
the amino acid sequence encoded by the cDNA insert of the plasmid deposited with ATCC as 
Accession Number 207180 wherein the antibody is monoclonal (claims 27, 29, 71), a human 
antibody (claim 71), a humanized antibody (claims 28, and 71), the antibody is conjugated to a 
therapeutic or drug moiety (claims 33, 72), the antibody is conjugated to a detectable substance 
(claims 34-35, 73-74), a kit comprising said antibody (claim 53-54, and 85-79) and a 
pharmaceutical composition comprising said antibody and a pharmaceutically acceptable carrier 
(claim 66). Claim 41 of 09/503,387 recites a substantially purified non-human antibody or 
fragment thereof which specifically binds to an extracellular domain of the amino acid sequence 
of SEQ ID NO: 3, wherein the antibody is a monoclonal, a chimric antibody (claim 42), 
humanized antibody (claim 43), a human antibody (claim 44), conjugated to a therapeutic moiety 
(claim 45), linked to a detectable substance (claim 46), linked to a detectable substance such as 
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enzyme, prosthetic group, fluorescent material, luminescent material, bioluminescent material, or 
radioactive material (claim 47). 

However, SEQ ID NO: 3 is a human TANGO 268 protein encoded by the cDNA insert of 
plasmid with the ATCC Accession Number 207180 or the patent deposit Number PTA-225 (page 
1 1 and page 146 of instant application). The antibody and binding fragment that binds to SEQ ID 
NO: 3 of claim 265 of instant is the same antibody or binding fragment thereof that binds to 
human TANG0268 antigen encoded by the cDNA insert of plasmid with the ATCC Accession 
Number 207180 as set forth in claim 55 09/829,495 and claim 26 of 09/503,387 because claim 55 
recites an antibody or antigen-binding thereof which immunospecifically binds to a TANG0268 
antigen and Claim 26 of 09/503,387 recites a substantially purified non-human antibody or 
fragment thereof which specifically binds to a polypeptide of the amino acid sequence of SEQ ID 
NO: 3 or the amino acid sequence encoded by the cDNA insert of the plasmid deposited with 
ATCC as Accession Number 2071 80. Further the antibody or antigen-binding fragment thereof 
of claim 265 of instant comprises the same VHCRDR1 of SEQ ID NO: 61, VHCDR2 of SEQ ID 
NO: 62, VHCDR3 of SEQ ID NO: 63; VLCDR1 of SEQ ID NO: 64, VLCDR2 of SEQ ID NO: 
65 and VLCDR3 of SEQ ID NO: 66 as that of claim 55 of 09/829,495. Therefore, the 
monoclonal antibody in claim 266 of instant application appears to be the same monoclonal 
antibody as that of claim 56 of 09/829,495 and claims 27, 29, 71 of 09/503,387 because of these 
antibodies and binding fragment thereof have the same binding specificity. The human antibody 
in claim 267 of instant application appears to be the same human antibody as that of claim 57 of 
09/829,495 and claim 71 of 09/503,387. The humanized antibody in claim 268 of instant 
application appears to be the same humanized antibody as that of claim 58 of 09/829,495 and 
claims 28, and 71of 09/503,387. The humanized antibody in claim 268 of instant application 
appears to be the same humanized antibody as that of claim 58 of 09/829,495 and claims 28, and 
71of 09/503,387. The Fab fragment in claim 269 of instant application appears to be the same 
Fab fragment as that of claim 59 of 09/829,495. The (Fab')2 fragment in claim 270 of instant 
application appears to be the same Fab fragment as that of claim 60 of 09/829,495. The scFv 
antibody in claim 271 of instant application appears to be the same scFv antibody as that of claim 
61 of 09/829,495. The conjugated antibody in claims 272-273 of instant application appears to be 
the same conjugated antibody as that of claim 62 of 09/829,495 and claims 33 and 72 of 
09/503,387. The conjugated antibody in claim 274 of instant application appears to be the same 
conjugated antibody as that of claim 63 of 09/829,495 and claims 34 and 73 of 09/503,387. The 
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conjugated antibody in claim 275 of instant application appears to be the same conjugated 
antibody as that of claim 64 of 09/829,495 and claims 35 and 74 of 09/503,387. The kit 
comprising the antibody mentioned above in claim 276 of instant application appears to be the 
same kit comprising the same antibody as that of claim 65 of 09/829,495 and claims 53-54 and 
75-79 of 09/503,387. The pharmaceutical composition comprising the same antibody in claim 
277 of instant application appears to be the same pharmaceutical composition comprising the 
same antibody as set forth in claim 66 of 09/829,495. Finally, the antibody and binding fragment 
of instant application would also bind to an extracellular domain of the amino acid sequence of 
SEQ ID NO: 3 as set forth in claims 41-47 of 09/503,387. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

7. No claim is allowed. 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

9. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Phuong Huynh "NEON" whose telephone number is (571) 272-0846. The 
examiner can normally be reached Monday through Friday from 9:00 am to 5:30 p.m. A message 
may be left on the examiner's voice mail service. If attempts to reach the examiner by telephone 
are unsuccessful, the examiner's supervisor, Christina Chan can be reached on (571) 272-0841. 
The IFW official Fax number is (703) 872-9306. 
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1 0. Any information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Phuong N. Huynh, Ph.D. 
Patent Examiner 
Technology Center 1600 
August 9, 2004 
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